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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

In re Registration No. 1,606,810 (REDSKINETTES)
Registered July 17, 1990,

Registration No. 1,085,092 (REDSKINS)
Registered February 7, 1978,

Registration No. 987,127 (THEEDSKINS & DESIGN)
Registered June 25, 1974,

Registration No. 986,668 (WASHIN®N REDSKINS & DESIGN)
Registered June 18, 1974,

Registration No. 978,824 (WASHINGTON REDSKINS)
Registered February 12, 1974,

and Registration No. 836,122 (THEEDSKINS—STYLIZED LETTERYS)
Registered September 26, 1967

Amanda Blackhorse, Marcus Briggs, Phillip Gover, )

Jillian Pappan and Courtney Tsotigh, )
)
Petitioners, )
) CancellatiomNo. 92/046,185
v. )
)
Pro-Football)nc., )
)
Registrant. )
)

PETITIONERS’ REPLY BRIEF IN SUPPORT OF THEIR MOTION TO RECONSIDER
THE LEGAL STANDARD FOR LACHES IN LIGHT OF THE AMERICA INVENTS ACT

Petitioners filed a straightforward five-pagetion citing the Board’s por orders in this

matter and requesting recorsidtion of a discrete issue based on a new staiuteesponsé,

Registrant Pro-Football, Inc. (“PFI”) accudestitioners of a “facially frivolous” filing

(Response at 1), being time-wasteds &t 2), “striking” “hubris” and presumptuousnegk at

! Registrant’s Response To Petitioners’ MotionR@consider The Legal Standard For Laches

(“Response”) [Dkt. 180].



6), committing “brazen” and/or “blatd’ violations (three times)d. at 9, 11), “engaging in
gamesmanship’id. at 10), being “motivatedy non-meritorious factors'id.), “likely bad faith”
(id. at 11), making a “suspicious” filingd.), being “opportunistic”ifl. at 12), making
“sanctionable argumentsid(), “unfair’ conduct {d. at 13), and “flouting the Board’s authority”
(id.).

Despite the overwrought rhetoric, Rides not dispute two crucial propositions

supporting Petitioners’ simple motion:

. The America Invents Act establishibsit any subsequent federal court
proceedings will occur in either the FealeCircuit or the Fourth Circuit, and
there is no chance that subsequent proceedings will occur in the D.C. Circuit.

. Under the Board’s precedential decisions (including the Board’s 1994 laches
ruling in Harjo), PFI would not be able to relypon laches as a defense because
of the broader public interests at stake.

Consequently, the question presented byiBedéts’ motion boils down to this: Was the

May 31, 2011 Order an effort by the Board to apply the D.C. Circuit rulings to this proceeding
because D.C. was the venuettoe federal court litigation iklarjo, or did the Board’s Order
represent its new interpretation of lachesthéfformer, then Petitioners’ motion should be
granted since the America Invents Act has elineddhe possibility that subsequent proceedings
will occur in D.C. federal courts. If the latt then Petitioners’ motion should be denied.

Based on the record, it aggrs as though the non-preeetial May 31, 2011 Order did

not overrule prior Board precedential decisionsaddition, PFI's procedural arguments lack

merit. Accordingly, Petitioners’ motion should be granted.



ARGUMENT

The Board’s May 31, 2011 Non-PrecedentiaDrder Did Not Overrule Prior Board

Precedents Holding Laches Inapplicabl&Vhere Broader Public Interests Are At

Stake.

The Lanham Act provides that laches @edense that “where applicable may be
considered and applied” inter partescancellation proceedingSeel5 U.S.C. § 1069.
However, the Board has held repeatedly kacties, being an equitable defense, is not
“applicable” under 15 U.S.C. 8§ 1069 in cases whered@opublic interests arat stake. Indeed,
in Harjo v. Pro-Football, Inc, 30 U.S.P.Q.2d 1828, 1831 (T.TBA 1994), a precedential
opinion citing three of its prior opinions, the Bddreld that laches was not applicable because
of the broader public interests at stake. Astidagrs have already demstrated, in addition to
Harjo and other Board decisions, the Third Cir@nt the Federal Circuit’s predecessor court
have likewise ruled that the etplble defense of laches does apply where a substantial public
interest is at stakeSeePetitioners’ Motion at 4-6. PFI's Response disputes none of this.

It does not appear thatetiBoard’s rulings in this matter were intended to oveidago
or other Board decisions regardilaghes. On March 15, 2011, the Boaud spontelirected
the parties to offer “edits, additions, suggestiarsthe Board’'s summary of certain legal issues,
including laches. The Board stated thatsimmary of legal standards was based on its
“previous decision ifdarjo and the decisions by the District@blumbia District Court and the

District of Columbia Circuit Court of Appesl’ March 15, 2011 Ordext 3 [Dkt. 32]. After

receiving the parties’ submissions, on May 31, 2@1d Board issued an Order setting forth the

2 In addition toHarjo, Petitioners’ motion (at pages 4 anccs two other decisions of the
Board ruling that laches ot available where broader pubiterests are at stak&eeMidwest
Plastic Fabricators, Incv. Underwriters Labs., Inc U.S.P.Q.2d 1067, 1069 (T.T.A.B. 1987);
Am. Velcro, Inc. v. Charles Mayer Studios, Jd@7 U.S.P.Q. 149, 150, 153 n.5 (T.T.A.B.
1973). A third decision ating the same rule Am. Speech Language-Hearing Ass’n v. Nat'l
Hearing Aid Soc’'y224 U.S.P.Q. 798, 805 n.4 (T.T.A.B. 1984
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legal standards for disparagement and lachesttwauld apply in thiproceeding. In that
Order, the Board stated thatvas following the D.C. Circuit'$larjo decisions because there
was no Federal Circuit decision on point. M&y 2011 Order at 12 n.6 [Dkt. 40]. It appears
that the Board made a prudential decision to followHhgo rulings of the D.C. Circuit because
this case an#larjo are substantively identical, akt&rjo was ultimately litigated in the D.C.
federal courts.

The Board, however, did not state that its Order overruled its ownHarg decision or
reflected a change in the Board’s own interpretatf how laches appliesto the contrary, the
May 31, 2011 Order specifically réed that it is non-precedentiald. at 1.

As a result of the passage of the Ameliogents Act, there is now no possibility that
future federal court proceedings in this mattdt @gcur in the D.C. Circuit. Consequently,
there is now no more reason to folltve D.C. Circuit’s laches ruling idarjo than to follow the
Third Circuit’s opinion inMarshak v. TreadwelR40 F.3d 184, 193, 57 U.S.P.Q.2d 1764, 1770,
1771 n.2 & n.4 (3d Cir. 2001) (Alital.) (agreeing with thBoard’slaches ruling irHarjo).

Furthermore, the Federal Circuit case lamiaccord with the Board’s interpretation of
laches itHarjo. SeeBridgestone/Firestone Research, IncAuto Club de I'Ouest de la France
245 F.3d 1359, 1363, 58 U.S.P.Q.2d 1460, 1463-64 (Fed2@mt). PFI criticizes Petitioners
for mentioningBridgestone/Firestonenly in passing, and incorrectiysinuates that the Federal
Circuit in that matter rejected Petitioners’ positiddeeResponse at 8 & n.3. To the contrary, in
Bridgestone/Firestoneghe Federal Circuit considered amplicitly accepted the argument that
laches is not available whepeblic interests are at stake:

The Automobile Club contends that lashis not available to the § 2(a)
ground of ‘false suggestion of a connection’ because ‘false suggestion’

involves the public interest in avoidj deception as tehe origin or
sponsorship of a product. Howevdre rights protected under the § 2(a)



false suggestion provision are not desid primarily to protect the public,
but to protect persons and institutions from exploitation of their persona.
This protection of rights of persdngrivacy and publicity distinguishes
the § 2(a) false suggestion obrmection provision from the § 2(d)
likelihood of confusion provision.There wasno evidence that
Bridgestone’s use of the LEMANS mark for tires entailed
misrepresentation or that the public was deceived. Thus, Bridgestone may
avall itself of the defense of laches.
245 F.3d at 1363, 58 U.S.P.Q.2d at 1463-64 (emphdsdisd) (citations omitty. The italicized
sentences — and especially therdviihus” in the final sentenceimply that if public interests
had been a significant factor, Bridgestone cadthave availed itself of lachésThe Federal
Circuit’'s decision was not, however, in the context of a disparagement case, as the Board’'s May
31, 2011 Order noted.
In sum, the Board’s May 31, 2011 non-prece@dé®rder appears to have been based on
D.C. Circuit law solely because thfarjo litigation occurred in th®.C. Circuit, but does not
appear to constitute an overrulingHdrjo or other precedential de@ns of the Board regarding
laches. If so, there is no longer reason tim¥oD.C. Circuit precedent because there is now no

chance that subsequent proceedings innttaer will occur in D.C. federal courts.

Il. Petitioners Did Not Suggest ThatThe Board Issue An “Advisory Opinion.”

In their motion, Petitioners made the obvisuggestion that the Board could evaluate
the laches issue both under itsrolegal standard for laches amader the D.C. Circuit standard.
PFI vigorously objects to thmuggestion, calling it a “requefstr an advisory opinion.”

Response at 8. No advisory opinisrsought. PFI has asserted laches as an affirmative defense,

% PFI also incorrectly implies th&ridgestone/Firestonkeld that laches is an available defense,
regardless whether broader public interests aralk¢ sand states inaccurately that the district
court inHarjo interpretedridgestone/Firestons such a mannerSeeResponse at 8 n.3. In
fact, theHarjo district court believed #t the Federal Circuit neweeached the issue because
only private interests wela issue: “[t]he Bridgestone/Firestorjeeourt merely observed that a
‘false suggestion’ claim did nahplicate the publignterest.” Pro-Football, Inc. v. Harjo 284

F. Supp. 2d 96, 137, 68 U.S.P.Q.2d 1225, 1257 (D.D.C. 2003).
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making laches an issue in the case. Coortnely evaluate facts under alternative legal
standards where the actual legal standard is not clearly establisbed.g, Wash. State

Grange v. Wash. State Republidaarty, 552 U.S. 442, 449 (2008) (“Washington’s primary
system survives under either standard, as we explain beldmitgd States v. Von35 U.S.

55, 58-59 (2002)Zenith Radio Corp. v. United Stater64 F.2d 1577, 1580 (Fed. Cir. 1985)
("We find it unnecessary to decide which of these standards is approprain this case, since
we conclude that under either standard the government’s claim of privilege should have been
allowed.”). This commonsense practice of gpm alternative legal ahdards where the legal
standard is not resolved does not constituteissuance of an advisory opinion.

Furthermore, PFI states that it is unneces&arthe Board to try to interpret the law
correctly because the Board’s May 31, 2011 Opieserves the lachesise for appeal. PFI
asserts that a reviewing courtiwiot care about the Board’s Idgaterpretation of laches since
Chevrondeference (supposedly) appliesyotd factual determinationsSeeResponse at 8-9.
According to PFI, it would be “pointless” fordfBoard to apply its owlegal interpretation
“because any subsequent review of the Board’s standard would be coratiuntmaand not
entitled to any deferenc€hevronor otherwise.”ld. at 9.

PFI misconstrues theéhevrondoctrine. In fact, undeChevron a reviewing court defers
to a reasonable ageniryerpretation ofaw; theChevrondoctrine does not concern a reviewing
court’s deference to agentactual determinationsSee Chevron, U.S.A., Inc. v. Natural Res.
Def. Council, Inc.467 U.S. 837, 843 (1984¢e also Am. Online, Inc. v. AT&T Cqrp43 F.3d
812, 817,57 U.S.P.Q.2d 1902, 1905 (4th Cir. 200ddeed, federal appellate courts have
appliedChevrondeference to the Board'’s integpations of the Lanham AcBee Eastman

Kodak Co. v. Bell & Howard Document Mgmt. Prods.,©84 F.2d 1569, 1571, 26 U.S.P.Q.2d



1912, 1916 (Fed. Cir. 1993) (affordi@evrondeference to the Board’s reasonable
interpretation of the Lanham Act)) re Hacot-Colombier105 F.3d 616, 618, 41 U.S.P.Q.2d
1523, 1525-26 (Fed. Cir. 1997) (samiephler Co. v. Moen, Incl12 F.3d 632, 634, 29

U.S.P.Q.2d 1241, 1242 (7th Cir. 1993) (sarseg alsofBMP § 906.01 n.22 (stating that a
number of federal circuits haggven “deference to the Board’'s reasonable interpretations of the
statute the agency is charged with adminiis¢grand citing cases from the Second, Fourth,
Seventh, and Federal Circuits). The Solicé@neral of the Departmeof Justice and the

Solicitor of the USPTO agree that the BoartBasonable interpretations of the Lanham Act
deserveChevrondeferencé. Recently, relying offastman Kodakhe U.S. District Court for

the Eastern District of Virginia ga¥@hevrondeference to the USPTO’s “permissible
construction” of a sectioaf the patent statuteGenetics & IVF Inst. v. Kappp801 F. Supp. 2d
497, 510, 100 U.S.P.Q.2d 114, 1124 (E.D. Va. 2011) (ciamfman Kodakd94 F.3d at 1571).

A court, however, cannot adequately considerigsue of deference unless the agency expresses

its own legal interpretationna the Board should do so hére.

* SeeBrief of the United States @smicus Curiae Supporting Petition€ualitex Co. v. Johnson
Products Co., In¢.514 U.S. 159 (1995) (No. 93-1577) at 24{vorably citing and seeking to
extendEastman Kodako other USPTO legal interpretationayailable at
http://www.justice.gov/osg/briefs/1993/w931577w.ixt.

> Without discussin@hevronor Eastman Kodakhe Federal Circuit hadso stated that it
reviews the Board’s interptation of the Lanham Acle novo See In re Save Venice New York,
Inc., 259 F.3d 1346, 1351-52, 59 U.S.P.Q.2d 1778, 1781 (Fed. Cir. 2001) Rémag, Inc. v.
Becton 214 F.3d 1322, 1327, 54 U.S.P.Q.2d 18897 (Fed. Cir. 2000) (citinGiant Food,

Inc. v. Nation's Foodservice, In@.10 F.2d 1565, 1569, 218 U.S.P.Q 390, 394 (Fed. Cir. 1983))).
However,Eastman Kodakthe earliest case post-dating the 1@8#vrondecision, appears to be
the valid decision. “Where there is direct castflibetween Federal Circuit panel decisions, “the
precedential decision is the firstNewell Companies, Inc. v. Kenney Mfg. @64 F.2d 757,

765, 9 U.S.P.Q.2d 1417, 1423 (Fed. Cir. 1988§ also B-K Lighting, h v. Fresno Valves &
Castings, InG.375 F. App’x 28, 35 (Fed. Cir. 2010) (i a bedrock priciple of appellate

review that earlier panel decisions prevailess overturned by theart sitting en banc”).
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Even more, as a component of the Executive Branch, the Board has a Constitutional duty
to take care that the laws are faithfully execut8deU.S. Const. art. Il, 8 3. It is decidedly not
“pointless,” as PFI says, for the Board to interpret and execute the law as faithfully as it can.

lll.  PFI's Procedural Arguments Provide No Good Reason To Deny Petitioners’
Motion, Let Alone Dismiss The Petition As A Sanction.

PFI's procedural arguemts do not provide good reason to deny Petitioners’ motion or
to impose sanctionsRelying on the one-month deadline set forth in TBMP § 518, 37 C.F.R. 8
2.127(b), PFI first argues that tBeard should disregard Petitionemsotion because it was filed
more than 30 days after the May 31, 2011 OréRasponse at 4-5. Then, conceding that filing a
motion in June 2011 based on adoption of theeAca Invents Act in September 2011 was not
actually possible, PFI arguesthre alternative that the moti@hould be disregarded because it
was not filed within 30 days of the passagéhef America Invents Act, or by October 16, 2011.
Id. at 5. Contrary to PFI'ssgertion, however, TBMP 8§ 518 does get a deadline for a motion
based on the enactment of a new law. In any event, in all cases, the Board “may . . . inits
discretion, consider an untimelgquest for reconsideration wrodification.” TBMP § 518.

Here, given the new law and laokprejudice to PFI, the Bodishould exercise its discretion
and consider the motion even if it is deemed untimely.

PFI then requests that the Board enter judgnmeRFI’s favor as a sanction for filing the
motion. (d.at 9-13.) PFI argues for sanctions besgatihe motion supposedly violated the
Board’s May 5, 2011 Order [Dkt. 39], which statkat “once the Board issues an order that
constitutes law of the case and/or preservassare for appeal, any further re-argument of the
issue in a subsequent motion or brief will betconsidered.” Proceeding further, PFI
incorrectly asserts that the motion is “incorpodddy reference” in Petitioners’ Trial Brief, so

the entire case should be dismisasd sanction. Response at 10 & n.5.



PFl is wrong on all counts. Petitioners have made a simple and transparent argument
based on the enactment of a new law, the Amémiants Act. Regardless whether Petitioners’
argument about the significance of the new law prevails, Petitioners made the argument in good
faith. Bd. of Trs. of Bay Med. Ctr. v. Humana Military Healthcare SeaA4/ F.3d 1370, 1377
(Fed. Cir. 2006) (noting various courts’ acceptanf an “intervening development or change in
controlling law” as grounds for reconsideration) (internal citations omitted). Furthermore,
Petitioners’ motion forthrightly diclosed that the Board had p@wsly stated that its laches
ruling was final; there was no effort to mislead Buard, only to persuade with full disclosure to
the Board of all relevant considerations. MomoWwetitioners’ Trial Brief mentions the filing of
the motion, but it does not incorporate the motiotherarguments made in it. The Trial Brief
expressly states that it argueattiPFI's laches defense lackeerit under the standard set forth
in the May 31, 2011 Order,” and tithe motion was filed “separately SeePetitioners’ Trial
Brief at 48 [Dkt. 177].

PFI has also not demonstratédt it was prejudiced by thdifig of the five-page motion.
The only prejudice that PFI even claims to hawiired is that it had to respond to the motion at
the same time that it had to draft its Trial Briéd. at 10-11. Rather thaarguing for sanctions,
PFI could have remedied any supposed difficaigociated with resnding to the motion by
seeking additional time to file its Trial Brief, additional time to respond to the motion, or both.
During this proceeding, Petitioners agreed to éxtensions of the discovery period at PFI's
request geeDkt. Nos. 25, 27, 33, 41, 43), accommodd®&d requests regarding the scheduling
of Petitioners’ depositions, and agreed todatstipulations thaPFIl found agreeablaséeDkt.

Nos. 31, 45, 46 ). Petitioners wdliave consented to additional time, but PFI never made such



a request. In addition, Petitioners adamantly deaythe motion was filed with the Trial Brief
in order to inconvenience PFI.

Finally, the cases PFI cites regarding the B@ainherent authority to impose sanctions
involve egregious circumstancasd are not relevant her&ee Carrini Inc. v. Carla Carini
S.R.L,57 U.S.P.Q.2d 1067, 1068-69 (T.T.A.B. 200f9fore issuing sanctions against both
parties, the Board had issued four prior cautiomadgrs in response to litigants exhibiting “a
pattern of filing baseless papersjtluding two orders forbidding ¢hfiling of any papers by any
party without leave)Giant Food, Inc. v. Standard Terry Mills, 1231 U.S.P.Q. 626, 633-34
(T.T.A.B. 1986) (grounds for satiens included thathe applicant had “filed a frivolous request
for reconsideration . . . engaged in a continumase of conduct involving the filing of baseless,
unnecessary and frivolous motions and other paperand . . . stated its willful intent not to
comply with opposer’s discovery requests”).

CONCLUSION

For the foregoing reasons, and for the reastated in Petitioners’ motion, Petitioners
respectfully request that the Boaydnt the motion and reconsider tbgal standard for laches.
Respectfulsubmitted,

Dated:Octoberl1,2012 [JessA. Witten/
Jesse A. Witten
Jeffrey J. Lopez
John D. V. Ferman
Lee Roach
Stephen J. Wallace
DRINKER, BIDDLE & REATH, LLP
1500 K Street, N.W., Suite 1100
Washington, D.C. 20005
Telephone: (202) 842-8800
Fax: (202) 842-8465
Email: Jesse.Witten@dbr.com

Counsel for Petitioners
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CERTIFICATE OF SERVICE

The undersigned hereby certifies tbatOctober 11, 2012, he caused a copy of the

foregoing Petitioners’ Reply Brief in Support ofdihMotion to Reconsidehe Legal Standard

for Laches in Light of the America Invents t&o be served via Federal Express upon the

following:

Robert Raskopf

Claudia T. Bogdanos

Todd Anten

QUINN EMANUEL URQUHART & SULLIVAN, LLP
51 Madison Avenue, 22floor

New York, NY 10010

[Jessd\. Witten/




